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DETAILED ACTION 

Rejections Withdrawn 

1. Claims 10-13 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Colon (4331 576) made in the last Office Action has been withdrawn in view of the 
amendment filed on December 16, 2005. 

2. Claims 1 0-1 5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Dudzik (4444839) has been withdrawn in view of the amendment. 

3. Claims 10-13, 15 and 17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Waterbury (2002/0182403) has been withdrawn in view of the 

amendment. 

4. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Colon in 
view of Dudzik has been withdrawn in view of the amendment. 

Allowable Subject Matter Withdrawn 

5. Claims 1-9 indicated as being in the last Office Action has been withdrawn in 
view of the newly discovered art. 

6. Claims 16, 18 and 19 objected to in the last Office Action has been withdrawn in 

view of the newly discovered art. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-9, 16-19 and new claims 20-23 
have been considered but are moot in view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 16 and 18-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Pemberton (6692594). 

Pemberton relates to a first layer of adhesive (23 or 25) which is dispersible in water, a 
second layer of paper (15) treated with a first release coating between the first layer and 
the second layer (27) is provided with release coating between the adhesive and the 
second layer. The presence of the second release coating on the opposite side of the 
first release coating of the second layer would be inherent when the product is provided 
in a roll form. 

Regarding the preamble phrase, it has not been given any patentable weight because 
the claim is drawn to a structure and the portion of the claim following the preamble is a 
self-contained description not depending for completeness upon the introductory clause. 

9. Claims 1 7, 20-23 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Milliorn (2004/0247812). 

Milliorn relates to a roll of labels for affixing to a surface (abstract). The label comprises 
a first layer of water dispersible adhesive, a second layer of material such as plastic, 
foil, etc. which are non-soluble in water, the second layer is adhered to one side of the 
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first layer, and a first release coating is provided in contact with and on the other side of 
the first layer following the formation of a roll (paragraph-[009]). 
Regarding the method of recording usage of products (claim 20), Milliorn discloses the 
steps of providing a label having the structure as discussed above, removing the carrier 
release sheet, affixing the label to a container and it would inherently remove the label 
by applying water as the adhesive is water dispersible. 

Further, be case the adhesive is water dispersible, the dispersed adhesive particles 
would not be visible to the human eye. 



Claim Rejections ■ 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1 - 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Milliorn in view of the English Abstract of Japanese:2001 -226649. 

Milliorn, as discussed above, fails to teach the adhesive layer is a double-sided 
adhesive. The English Abstact of Japanese: 2001-226649 discloses a water releasable 
double-sided adhesive tape for adhering articles to a surface and removing it for 
recycling. The tape has a water-soluble adhesive provided on one side of a non-woven 
fabric, that may be laminated to a plastic film or a metal foil, and a self adhesive layer 
on the other side of the fabric. Therefore, it would have been obvious to one having 
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ordinary skill in the art to utilize the teaching of the English Abstract of Japanese: 2001- 
226649 in the invention of Milliorn with the motivation to provide for recycling of labels 
by dispersing it in water . 

Claim Rejections - 35 USC § 112 

12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 20 and 23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 20, the phrase "said pressure sensitive adhesive" is found to be indefinite for lack 
of antecedent basis. 

Claim 23, as recited, is a duplicate of claim 22. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 
1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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